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DETAILED ACTION 

Status of the Claims 

1. Claims 95, 97, 99-103, 105-119, 122-125 and 127-137 are pending in the 
present application. Claims 109, 110, 112-119, 125, 127 and 128 are withdrawn as 
being drawn to non-elected subject matter. Therefore, claims 95, 97, 99-103, 105-108, 
111,1 22-1 24 and 1 29-1 37 are examined herein on the merits for patentability. 

Allowable Subject Matter 

2. Claims 131 and 133 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

In view of the indicated allowability of the elected species and claims 131 and 
133 wherein the nitrogen-containing compound is ammonium carbamate and the 
hypochlorite oxidant is sodium hypochlorite, the examiner has expanded the search to 
include non-elected species. 

Priority 

3. Applicant's claim for the benefit of a prior-filed application under 35 U.S.C. 1 1 9(e) 
or under 35 U.S.C. 120, 121, or 365(c) is acknowledged. Applicant has not complied 
with one or more conditions for receiving the benefit of an earlier filing date under 35 
U.S.C. 120 as follows: 
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The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original nonprovisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. 112. See Transco Products, Inc. v. 
Performance Contracting, Inc., 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 

The disclosure of the prior-filed applications, Application Nos. 60/536,811, 
60/536,851, 60/536,852, and 60/536,853, fail to provide adequate support or 
enablement in the manner provided by the first paragraph of 35 U.S.C. 112 for one or 
more claims of this application. The prior-filed applications do not provide support for 
the entire scope of claims 95, 97, 99-103, 105-108, 111, 122-124, 129, 132 and 134- 
137. The prior-filed applications do not provide support for the entire genus of nitrogen- 
containing compound, as instantly claimed. 

Therefore, claims 95, 97, 99-103, 105-108, 111, 122-124, 129, 132 and 134-137 
are afforded the effective filing date of 12 January 2005 (the filing date of the 
international application), and claims 130, 131 and 133 are afforded the effective filing 
date of 14 January 2004. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

5. Claims 95, 97, 102, 103, 105, 122, 124, 132 and 134-137 are rejected under 35 
U.S.C. 102(b) as being anticipated by Tsuneki et al. (WO 03/096810; the English 
language equivalent US 2006/0054563 is referred to herein). 

Tsuneki et al. disclose a composition for preventing formation of slime which 
comprises a chlorine-based oxidizing agent (i.e., alkali metal hypochlorites), a sulfamic 
acid compound (i.e., ammonium salt of sulfamic acid), and a compound selected from 
an anionic polymer and a phosphonic acid compound, wherein the composition has a 
pH of 12 or greater, as well as a process for preventing formation of slime in a water 
system comprising adding said composition to said water system (claims 1, 6, 7 and 9- 
12). Tsuneki et al. further disclose that the composition comprises sodium hypochlorite 
having a concentration of effective chlorine of 1 to 8% by weight, and 1.5 to 9% by 
weight of the sulfamic acid compound (claims 3, 4, 1 0 and 1 1 ). 

It is noted that a 1 :1 molar ratio of sulfamic acid (97.09 g/mol) to chlorine (70.91 
g/mol) is equivalent to a 1.37:1 weight ratio. Therefore, the concentrations of effective 
chlorine (1 to 8% by weight) and sulfamic acid (1.5 to 9% by weight) include a weight 
ratio of effective chlorine to sulfamic acid that is at least 1 .37:1 , which is equivalent to a 
molar ratio of effective chlorine to sulfamic acid that is at least 1 :1 . 
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6. Claims 95, 97, 102, 103, 105, 122, 124, 130, 132 and 134-137 are rejected under 
35 U.S.C. 102(e) as being anticipated by Tsuneki et al. (US 2006/0054563) for the 
same reasons discussed above. 

7. Claims 95, 97, 99, 1 02, 1 03, 1 05, 1 08, 1 1 1 , 1 22-1 24, 1 29, 1 32, 1 34 and 1 35 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Shim et al. (WO 2005/0191 17). 

Shim et al. disclose a method of controlling microbial fouling in an aqueous 
system, comprising adding a chlorine oxidant (i.e., alkali or alkali earth metal 
hypochlorite), a sulfamate ion source (i.e., ammonium sulfamate), and a water-soluble 
bromide ion source to the aqueous system having a pH of 5 to 10 in an amount 
maintaining a total residue chlorine concentration of 1 to 9 ppm, in an amount 
maintaining a sulfamate ion concentration of 0.01 to 0.2 mmole/L, and in an amount 
maintaining a water-soluble bromide ion concentration of 0.005 to 0.125 mmole/L, 
wherein the chlorine oxidant and the sulfamate ion source are used in a molar ratio of 
1 :20 or less (claims 1-7). 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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9. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1,148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 95, 97, 99-103, 105-108, 111, 122-124, 129, 130, 132 and 134-137 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Tsuneki et al. (WO 
03/096810 and US 2006/0054563) in view of Barak (US 5,976,386 and US 6,132,628). 

Determination of the scope and content of the prior art 
(MPEP 2141.01) 

The teachings of Tsuneki et al. are discussed above and incorporated herein by 
reference. 

Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 

Tsuneki et al. do not explicitly disclose the concentration of hypochlorite 
immediately prior to mixing with the ammonium sulfamate to be not more than 24,000 
ppm as total chlorine. However, Barak teaches that the diluted oxidant has a 
concentration of 0.1-2%, expressed as Cl 2 (col. 3, In. 1-2). Tobar further teaches that 
the active biocidal ingredient is injected into the liquid being treated to a concentration of 
0.5-300 ppm, more preferably 3-10 ppm, expressed as chlorine (col. 2, In. 46-49). 
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Also, Tsuneki et al. do not explicitly disclose the concentration of ammonium 
sulfamate in an aqueous solution is 0.5-60% w/v prior to mixing with the hypochlorite 
solution. However, Barak teaches the amine source has a concentration of 0.1-50%, 
more preferably 2.5-30%, and the diluted amine source has a concentration of 0.1-6% 
(col. 2, In. 50-60). 

Tsuneki et al. do not explicitly disclose mixing in a chamber into and out of which 
there is a continuous flow of water during the mixing. However, Barak teaches 
continuously mixing dilutions of the oxidant and amine source into a conduit and 
continuously injecting the active biocidal ingredient directly from the conduit into the 
liquid being treated (col. 1, In. 46-67). 

Tsuneki et al. do not explicitly disclose addition of the hypochlorite/ammonium 
sulfamate solution to waste water. However, Barak teaches compositions comprising a 
nitrogen-containing compound and a hypochlorite are suitable for controlling microbial 
or biofilm growth in a medium, such as waste water (Abstract; and col. 3, In. 37). 

Tsuneki et al. do not explicitly disclose addition of a bromide to the solution. 
However, Barak teaches ammonium bromide as a suitable amine source and an active 
biocidal ingredient derived from ammonium bromide exhibited superior efficacy and 
faster rate of kill in basic media as compared to active biocidal ingredients derived from 
other amine sources (col. 3, In. 19-22; and claim 1). 

Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-43) 
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Therefore, it would have been prima facie obvious for one of ordinary skill in the 
art at the time of the invention to prepare the compositions according to Tsuneki et al. 
for the treatment of waste water wherein the concentration of sodium hypochlorite 
immediately prior to mixing with the ammonium sulfamate to be not more than 24,000 
ppm at total chlorine, and where the active biocidal ingredient is injected into the liquid 
being treated to a concentration of 0.5-300 ppm, more preferably 3-10 ppm, expressed 
as chlorine. 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole would have been prima facie obvious to 
one of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 

11. Claims 95, 97, 99-103, 105-108, 111, 122-124, 129, 130, 132 and 134-137 are 
rejected under 35 U.S.C. 103(a) as being unpatentable over Shim et al. (WO 
2005/01 91 1 7) in view of Barak (US 5,976,386 and US 6,1 32,628). 

Determination of the scope and content of the prior art 
(MPEP 2141.01) 

The teachings of Shim et al. are discussed above and incorporated herein by 
reference. 

Ascertainment of the difference between the prior art and the claims 

(MPEP 2141.02) 
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Shim et al. do not explicitly disclose the concentration of ammonium sulfamate in 
an aqueous solution is 0.5-60% w/v prior to mixing with the hypochlorite solution. 
However, Barak teaches the amine source has a concentration of 0.1-50%, more 
preferably 2.5-30%, and the diluted amine source has a concentration of 0.1-6% (col. 2, 
In. 50-60). 

Shim et al. do not explicitly disclose mixing in a chamber into and out of which 
there is a continuous flow of water during the mixing. However, Barak teaches 
continuously mixing dilutions of the oxidant and amine source into a conduit and 
continuously injecting the active biocidal ingredient directly from the conduit into the 
liquid being treated (col. 1, In. 46-67). 

Shim et al. do not explicitly disclose the aqueous system having a pH of 10.5 or 
11.0. However, Shim et al. teach that disinfection efficacy of chlorosulfamate is 
increased along with an increase of pH (pg. 9, In. 1-2). Also, Barak teaches that the 
active biocidal ingredient has a pH of over 10.0 before being introduced into the liquid 
being treated (claim 5). 

Finding of prima facie obviousness 
Rational and Motivation (MPEP 2142-43) 
Therefore, it would have been prima facie obvious for one of ordinary skill in the 
art at the time of the invention to prepare the compositions according to Shim et al. for 
the treatment of waste water wherein the concentration of sodium hypochlorite 
immediately prior to mixing with the ammonium sulfamate to be not more than 24,000 
ppm at total chlorine, and where the active biocidal ingredient is injected into the liquid 
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being treated to a concentration of 0.5-300 ppm, more preferably 3-10 ppm, expressed 
as chlorine. 

From the teachings of the references, it is apparent that one of ordinary skill in 
the art would have had a reasonable expectation of success in producing the claimed 
invention. Therefore, the invention as a whole would have been prima facie obvious to 
one of ordinary skill in the art at the time the invention was made, as evidenced by the 
references, especially in the absence of evidence to the contrary. 



Contact Information 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan W. Schlientz whose telephone number is 
(571)272-9924. The examiner can normally be reached on 9:00 AM to 5:00 PM, 
Monday through Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Johann R. Richter can be reached on 571-272-0646. The fax phone 
number for the organization where this application or proceeding is assigned is 571 - 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

NWS 

/Johann R. Richter/ 

Supervisory Patent Examiner, Art Unit 1616 



